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W. P. Preble, Jr., of New York City, for complainant. 
Emerson R. Newell, of New York City, for defendant. 


Mr. Justice Hughes delivered the opinion of the court. 

Thaddeus Davids Company, manufacturer of inks, etc., 
brought this suit for the infringement of its registered trade- 
mark “Davinps’.” It was alleged that the complainant was the 
owner of the trade-mark; that it had been used in interstate 
commerce by the complainant and its predecessors in business 
for upwards of eighty years; that on January 22, 1907, it had 
been registered by the complainant as a trade-mark, applicable 
to inks and stamp pads, under the act of February 20, 1905 (c. 
592, 33 Stat., 724); that the complainant was entitled to such 
registration under section 5 of the act by reason of actual and 
exclusive use for more than ten years prior to the passage of 
the act; and that the defendants, Cortlandt I. Davids and Walter 
I. Davids, trading as Davids Manufacturing Company, were 
putting inks upon the market with infringing labels. The bill 
also charged unfair competition. Upon demurrer, the validity 
of the trade-mark was upheld by the circuit court of appeals 
(178 Fed., 801), and on final hearing, upon pleadings and 
proofs, complainant had a decree. 190 Fed., 285. [Reporter, 
Vol. 1, p. 215.] This decree was reversed by the circuit court 
of appeals which held that there was no infringement of the 
registered trade-mark and that the suit, if regarded as one for 
unfair competition, was not within the jurisdiction of the court, 
the parties being citizens of the same state (192 Fed., 915). 
[Reporter, Vol. 2, p. 45.] Certiorari was granted. 

As the mark consisted of an ordinary surname, it was not 
the subject of exclusive appropriation as a common law trade- 
mark (Brown Chemical Company v. Meyer, 139 U. S., 540, 542; 
Howe Scale Company v. Wyckoff, 198 U. S., 118, 134, 135); 
and the complainant derived its right from the fourth proviso of 
section 5. This section, at the time of the registrations, was as 
follows :! 


* Section 5 has been amended by the acts of March 2, 1907, c. 


2573, 34 Stat., 1251; February 18, 1911, c.-113, 36 Stat., 918; January 8, 
1913, c. 7, 37 otat., 649. 
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“Sec. 5. That no mark by which the goods of the owner of the mark 
may be distinguished from other goods of the same class shall be refused 
registration as a trade-mark on account of the nature of such mark 
unless such mark— 

“(a) Consists of or comprises immoral or scandalous matter; 

“(b) Consists of or comprises the flag or coat of arms or other 
insignia of the United States, or any simulation thereof, or of any State 
or municipality, or of any foreign nation: Provided, That trade-marks 
which are identical with a registered or known trade-mark owned and 
in use by another, and appropriated to merchandise of the same descrip- 
tive properties, or which so nearly resemble a registered or known trade- 
mark owned and in use by another, and appropriated to merchandise of 
the same descriptive properties, as to be likely to cause confusion or 
mistake in the mind of the public, or to deceive purchasers, shall not be 
registered: Provided, That no mark which consists merely in the name 
of an individual, firm, corporation, or association, not written, printed, 
impressed, or woven in some particular or distinctive manner or in as- 
sociation with a portrait of the individual, or merely in words or devices 
which are descriptive of the goods with which they are used, or of the 
character or quality of such goods, or merely a geographical name or 
term, shall be registered under the terms of this Act: Provided further, 
That no portrait of a living individual may be registered as a trade- 
mark, except by the consent of such individual, evidenced by an in- 
strument in writing: And provided further, That nothing herein shall 
prevent the registration of any mark used by the applicant or his prede- 
cessors, or by those from whom title to the mark is derived, in commerce 
with foreign nations or among the several States, or with Indian tribes, 
which was in actual and exclusive use as a trade-mark of the applicant 
or his predecessors from whom he derived title for ten years next pre- 
ceding the passage of this Act.” 


The fourth proviso, or ten-year clause, has manifest ref- 
erence to marks which are not technical trade-marks ; otherwise, 
it would have no effect. The owner of a trade-mark valid at 
common law and used in commerce with foreign nations, or 
among the several states, or with Indian tribes, may obtain its 
registration under the act, without showing the user of ten years 
required by this clause (secs. 1, 2). Congress evidently had in 
mind the fact that marks, although not susceptible of exclusive 
appropriation at common law, frequently acquired a special sig- 
nificance in connection with particular commodities; and the 
language of the fourth proviso was carefully chosen in order 
to bring within the statute those marks which, while not being 
technical trade-marks, had been in “actual and exclusive use” as 
trade-marks for ten years next preceding the passage of the 
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act.2, See In re Cahn, Belt & Co., 27 App. D. C., 173, 177; 
Worster Brewing Co. v. Reuter, 30 App. D. C., 428, 430, 431; 
In re Wright, 33 App. D. C., 510. 

It is suggested, however, that the privilege accorded by 
this proviso is limited to marks which lie outside the positive 
prohibitions contained in the earlier clauses of section 5. Thus, 
it is said that the exceptions with respect to marks of a scandal- 
ous sort, and as to those embracing public insignia, are plainly 
intended to apply to all marks of the described character whether 
or not they had been used for the preceding ten years (/n re 
Cahn, Belt ¢& Co., supra); and, it is urged that if this be so, 
the prohibitions of the provisos which precede the ten-year 
clause must likewise be deemed to restrict its scope. The 


emphasis in the present case is placed upon the second proviso 


in section 5. This, in substance, prohibits the registration of 


marks consisting merely of individual, firm or corporate names, 


* In the bill as it passed the House of Repre sentatives, the fourth 
proviso in section 5 read as follows: “And provided further, that noth- 
ing herein shall prevent the registration of any trade-mark used by the 
applicant or his predecessors, or by those from whom title to the trade 
mark is derived, in commerce with foreign nations or among the several 
States or with Indian tribes, which was in actual and lawful use as a 
trade-mark of the applicant, or his predecessors from whom he derived 
title over ten years next preceding February twentieth, nineteen hundred 
and five.” The bill was amended in the Senate so as to substitute the 
word “mark” for the word “trade-mark,” where it is italicised above, 
and also by striking out the words “and lawful.” The conference com 
mittee recommended that the House recede from its disagreement to 
these amendments and that the words “and exclusive” should be substi- 
tuted for the words “and lawful.” The managers on the part of the 
House made the following statement in explanation: 

“On amendments Nos. 2 and 3: The word ‘mark’ is substituted in 
each instance for the word ‘trade-mark’ in the bill as it passed the 
House for the reason that the use of the word ‘trade-mark’ in this con- 
nection would not have accomplished the purposes of the proviso of the 
section in question. 

“On amendment No. 4: The words ‘and lawful’ were stricken out 
by the Senate amendment, and by the conference report it is recom- 
mended that the words ‘and exclusive’ be substituted therefor. The 
purpose of this amendment is to prohibit the registration of any marks 
which are not technical trade-marks unless the applicant has used such 
mark exclusively for the period of ten vears. The words ‘next preced- 
ing’ are inserted in place of the words ‘prior to’ the passage of the act, 
so as to require the exclusive use of the mark for the ten years im- 
mediately preceding the passage of this act.” Cong. Rec., Vol. 30, pp. 
1398, 2412. 
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not written or printed in a distinctive manner, or of designations 
descriptive of the character or quality of the goods with which 
they are used, or of geographical names or terms; and it thus 
contains, as the court of appeals said, “a fairly complete list” of 
the marks used by dealers in selling their goods, which are not 
valid trade-marks at common law. If the ten-year proviso be 
construed not to apply to any marks within this comprehensive 
description, the clause would have little or nothing to act upon 
and we can conceive of no reason for its insertion. 


We think that the intent of Congress is clear. In the open- 


ing clause of section 5, it is provided that no mark by which the 


goods of the owner may be distinguished from other goods of 
the same class shall be refused registration as a trade-mark, on 
account of its nature, unless it consists of, or comprises: (a) 
immoral or scandalous matter; or (b) certain public insignia. 
The marks within these excepted classes are withdrawn from 
the purview of the act. Then, in dealing with the marks which 
remain, limitations upon registrability are defined by the first, 
second and third provisos; and the restrictions thus imposed are 
in turn qualifed by the fourth proviso or ten-year clause. It 
tollows that the fourth proviso in no way detracts from the force 
of the exceptions contained in clauses (a) and (b) which were 
plainly intended to be established without qualification; but the 
generality of the succeeding prohibitions is qualified. It may 
well be that this qualification, by reason of its terms, does not 
affect the first proviso, which relates to cases of conflicting 
trade-marks, as the ten-year clause explicitly requires that the 
use shall have been “exclusive.”” But there can be no doubt that 
this clause does modify the general limitations contained in 
the second proviso with respect to the use of marks consisting 
of names of persons, firms or corporations, of term descriptive 
of character and quality, or of geographical names or terms. 
Marks of this sort, notwithstanding the general prohibition, were 
made registrable when the applicant or his predecessors had 
used them, actually and exclusively, as trade-marks for the de- 
scribed period. 

In this view, the complainant was entitled to register its 
mark. We need not stop to discuss the contention that the 
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complainant’s use had not been exclusive, or that the 1mark had 
not been used in interstate commerce, or the further defense 
that the complainant should be denied relief because it had de- 
ceived the public. It is enough to say that these contentions were 
without adequate support in the evidence and were properly 
overruled by the circuit court. 


Having the right to register its mark, the complainant was 
entitled to its protection as a valid trade-mark under the statute. 
As defined in section 29, “the term ‘trade-mark’ includes any 
mark which is entitled to registration under the terms of this 
act.” The defendants, however, insisted below, and urge here, 
that although the mark was registrable it was not susceptible of 
ownership and hence that the complainant could not maintain 
a suit for injunction, profits and damages, as provided in the 
statute, for the reason that the remedies it affords are available 
only to “owners” (secs. 16, 19). That is to say, that registra- 
tion was expressly permitted but that protection to the registrant 
was denied. This interpretation, of course, would render the 
ten-year proviso meaningless by stripping it of practical effect. 
It was not the intention of Congress thus to provide for a 
barren notice of an ineffectual claim, but to confer definite rights. 
The applicant, who by virtue of actual and exclusive use is en- 
titled to register his mark under this clause, becomes on due 
registration the “owner” of a “trade-mark” within the meaning 
of the act, and he is entitled to be protected in its use as such. 


The further argument is made that, assuming that the com- 
plainant has a valid registered trade-mark, still the protection is 
limited to its use when standing alone (as the complainant had 
used it on its labels) and that there can be no infringement un- 
less it is used in this precise manner. The statutory right can 
not be so narrowly limited. Not only exact reproduction, but a 
“colorable imitation” is within the statute; otherwise, the trade- 
mark would be of little avail as by shrewd simulation it could be 
appropriated with impunity. The act provides (sec. 16): “Any 
person who shall, without the consent of the owner thereof, 
reproduce, counterfeit, copy, or colorably imitate any such trade- 
mark * * * and shall use, or shall have used, such reproduc- 
tion, counterfeit, copy or colorable imitation in commerce among 
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the several states * * * shall be-liable * * * .” This 
provision applies to all trade-marks that are within the act, 
including those which come under the ten-year clause, provided 
they are not used “in unlawful business,” or “upon any article 
injurious in itself,” or “with the design of deceiving the public,” 
and have not been “abandoned” (sec. 21). 

But, while this is true, the inquiry as to the extent of the 
right thus secured by the statute, in the case of marks which are 
admitted to registration under the ten-year clause, is not com- 
pletely answered. It is apparent that, with respect to names or 
terms coming within this class, there may be proper uses by 
others than the registrant even in connection with trade in similar 
goods. It would seem to be clear, for example, that the regis- 
tration for which the statute provides was not designed to con- 
fer a monopoly of the use of surnames, or of geographical 
names, as such. It is not to be supposed that Congress intended 
to prevent one from using his own name in trade, or from mak- 
ing appropriate reference to the town or city in which his place 
of business is located ; and we do not find it necessary to consider 
the question of the validity of such an attempt if one were made. 
Congress has admitted to registration the names or terms belong- 
ing to the class under consideration simply because of their prior 
use as trade-marks, although they had not been such in law. 
Their exclusive use as trade-marks for the stated period was 
deemed in the judgment of Congress a sufficient assurance that 
they had acquired a secondary meaning as the designation of the 
origin or ownership of the merchandise to which they were 
affixed. And it was manifestly in this limited character only 
that they received statutory recognition, and, on registration, 
became entitled to protection under the act. 

In the case, therefore, of marks consisting of names or 
terms having a double significance, and being susceptible of 
legitimate uses with respect to their primary sense, the repro- 
duction, copy or imitation which constitutes infringement must 
be such as is calculated to mislead the public with respect to 
the origin or ownership of the goods and thus to invade the 
right of the registrant to the use of the name or term as a desig- 
nation of his merchandise. This we conceive to be the meaning 
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of the statute. It follows that where a mark consists of a sur- 
name, a person having the same name and using it in his own 
business, although dealing in similar goods, would not be an in- 
fringer, provided that the name was not used in a manner tend- 
ing to mislead and it was clearly made to appear that the goods 
were his own and not those of the registrant. This is not to say 
that, in this view, the case becomes one simply of unfair compe- 
tition, as that category has been defined in the law; for, what- 
ever analogy may exist with respect to the scope of protection 
in this class of cases, still the right to be protected against an 
unwarranted use of the registered mark has been made a statu- 
tory right, and the courts of the United States have been vested 
with jurisdiction of suits for infringement, regardless of di- 
versity of citizenship. Moreover, in view of this statutory right, 
it could not be considered necessary that the complainant in or- 
der to establish infringement should show wrongful intent in 
fact on the part of the defendant, or facts justifying the infer- 
ence of such an intent. (Lawrence Mfg. Co. v. Tennessee Mfg. 
Co., 138 U. S., 537, 549; Singer Mfg. Co. v. June Mfg. Co., 163 
U. S., 169; Elgin Nat'l Watch Co. v. Illinois Watch Co., 179 U. 
S., 665, 674.) Having duly registered under the act, the com- 
plainant would be entitled to protection against any infringing 
use ; but, in determining the extent of the right which the statute 
secures and what may be said to constitute an infringing use, 
regard must be had, as has been said, to the nature of the mark 
and its secondary, as distinguished from its primary, significance. 


The distinction between permissible and prohibited uses 
may be a difficult one to draw in particular cases but it must be 
drawn in order to give effect to the act of Congress. That the 
distinction may readily be observed in practice is apparent. In 
this case, for instance, if the defen ‘ants had so chosen, they 
could have adopted a distinct mark of their own, which would 
have served to designate their inks and completely to distinguish 
them from those of the complainant. It was not necessary that, 
in exercising the right to use their own name in trade, they 
should imitate the mark which the complainant used, and was 
entitled to use under the statute, as a designation of its wares; 
or that they should use the name in question upon their labels 
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without unmistakably differentiating their goods from those 
which the complainant manufactured and sold. 

We agree with the circuit! court that infringement was 
shown. The complainant put its mark “Davips’” prominently 
at the top of its labels. The defendants, in the same position on 
its labels, put “C. I. Davins’.” At the bottom of their labels the 
defendants placed ‘“Davips Mre. Co.” The use of the name in 
this manner was a mere simulation of the complainant’s mark 
which it had duly registered; it constituted a “colorable imita- 
tion” within the meaning of the act. The decree of the circuit 
court accordingly restrained the defendants from the use of the 
words “Davids Manufacturing Company,” and from the use of 
the word “Davids” at the top of their labels in connection with 
the business of making and selling inks. We think that the 
complainant was entitled to this measure of protection. 

The decree of the circuit court of appeals must therefore be 
reversed and that of the circuit court affirmed. 


It is so ordered. 


[See Notes, Reporter, Vol. 1, p. 219, Vol. 2, p. 47.] 


UNITED STATES CIRCUIT COURT OF APPEALS 


RossMAN Vv. GARNIER. 


(211 Fed. Rep., 401.) 


Eighth Circuit, January 27, 1914. 


. TrapE-Mark LAW—FEDERAL JURISDICTION. 

Federal courts have jurisdiction of all matters arising under the 
trade-mark statute, even though both parties be citizens of the same 
state. 

. TrapE-MarK LAw—ConsTITUTIONALITY. 

In view of the history of trade-mark legislation in the United 
States and of the length of time such legislation by Congress has 
remained undisturbed, with the approval of the Federal courts, this 
court can not now hold that such legislation is unconstitutional en 
bloc. 

3. TEN-YEAR CLAUSE—CONSTITUTIONALITY. 

The constitutionality of the ten-year clause has already been up- 

held by the federal courts in numerous cases. 
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4. TEN-YEAR CLAUSE—CONSTRUCTION. 


Any mark used exclusively for the ten-year period as a trade- 
mark and registered under the act becomes the subject of ownership 
as a trade-mark, irrespective of whether it was the proper subject 
of a trade-mark apart from the ten-vear clause. 

5. INFRINGEMENT—CONFLICTING Marks. 

A trade-mark consisting of the word “Abricotine,” a shield and 
facsimile signature is infringed by the use of the word “Abricotine” 
alone. 

6. REGISTRATION—NOoTICE—ACCOUNTING. 

In the absence of the notice of registration provided by the 
statute to be given to the public or to an infringer, there can be no re- 
covery of profits or damages. 

. INTERNATIONAL CONVENTION OF 1883—ForEIGN MARK. 

Under article 6 of the international convention of 1883, a mark 
of a French citizen registered at home is entitled to protection here, 
regardless of whether it would be registrable as an original proposi- 
tion under our laws. 


NI 


Appeal from a decree of the United States district court 
tor the eastern district of Missouri, in favor of plaintiff. De- 
cree affirmed, except as to accounting, and remanded with in- 
structions. For opinion of the court below, see Reporter, Vol. 
2, p. 282. 


James L. Hopkins, of St. Louis, Mo. (A. Parker Smith, of 
New York City, on the brief), for complainant. 

James A. Carr, of St. Louis, Mo. (Albert C. Davis, of St. 
Louis, Mo., on the brief), for defendant. 


Before Hook and SmirH, circuit judges, and VAN VALKEN- 
BURGH, district judge. 


SmitH, Circuit Judge—This suit was brought by the ap- 
pellee, Caroline Henriette Garnier, to enjoin the appellant, Tekla 
Rossmann, from infringing a registered trade-mark, to restrain 
her from unfair trade, and for an accounting, and resulted in 
a decree as prayed. 

November 1, 1910, Caroline Henriette Garnier registered 
in the patent office as a trade-mark for cordials the following: 
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ABRICOTINE 
xe 


She alleged in her statement that she was a citizen of France 
residing at Enghiens-les-Bains, France, and the trade-mark had 
been used in her business and that of her predecessor, Andre 
Georges Garnier, since on or about the 1st day of August, 1872. 
She alleged in her deciaration that said trade-mark had been 
registered in France and that the same had been in actual use 
as a trade-mark of the appellant and her predecessor from whom 
title was derived for ten years next preceding the passage of the 
act of February 20, 1905, and to the best of her knowledge and 
belief such use had been exclusive. In her bill of complaint Mrs. 
Garnier says that defendant Tekla Rossmann is engaged in selling 
a cordial under the name “Abricotine” upon which the com- 
plainant claims a trade-mark in commerce between the several 
States. 

The appellant first denies that the court had any jurisdiction 
of this suit except under the trade-mark law because it is not 
shown that the complainant is a citizen of France. 

In the view taken by the court it is sufficient to say that all 
the matters which will be passed upon arise under the trade- 
mark law, and it is therefore unnecessary to consider this 
question. 

The federal court has jurisdiction of all matters arising 
under the trade-mark statute, even though both parties be citi- 
zens of the same state. Elgin National Watch Co. v. Illinois 
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Watch Case Co., 179 U. S., 665, 21 Sup. Ct., 270, 45 L. Ed., 365. 

The defendant claims the entire trade-mark law of 1905, 33 
Stats., 724, is unconstitutional, and inferentially the same con- 
tention is made as to the act of 1881, 21 Stats., 502, and of 1882, 
22 Stats., 298. 

The first trade-mark legislation passed by Congress was in 
1870, chapter 230 of the laws of the forty-first Congress, and is 
found in 16 Stats., 198. That was entitled “An act to revise, 
consolidate, and amend the statutes relating to patents and copy- 
rights.”’ 

Sections 77 to 84 of this act referred exclusively to trade- 
marks. There was nothing in the act to refute the presumption 
quite apparent from its title that it was enacted by Congress in 
the supposed exercise of its powers under the eighth clause of 
the eighth section of the first article of the constitution. 


“Sec. 8. The Congress shall have power: * * * To promote the 
progress of science and useful arts by securing for limited times to au- 
thors and inventors the exclusive right to their respective writings and 
discoveries.” 


In 1876, 19 Stats., 141, Congress passed an act to punish 
the counterfeiting of trade-mark goods and the selling or dealing 
in such goods. This act was for the further security or pro- 
tection of trade-mark holders under the act of 1870. 

In the Trade-Mark Cases, 100 U. S., 82, 25 L. Ed., 550, the 
supreme court held that no power to pass trade-mark legislation 
was conferred by the provision of the constitution quoted and 
that, as the laws of 1870 and 1876 made no distinction between 
trade-marks used in intrastate commerce, and those used in for- 
eign commerce, interstate commerce and commerce. with 
the Indian tribes, both of said acts were necessarily void. This 
decision was rendered in October, 1879, and it was in conform- 
ity with what was supposed to have been laid down by the su- 
preme court in those cases that all the subsequent legislation 
upon the subject has been enacted. It is probably true that the 
constitutionality of the more recent legislation has never been 
expressly passed upon by the supreme court of the United States, 
but that legislation has now stood for more than thirty years. 
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It has been enforced by the United States supreme court and all 
the other courts of the United States, and we see no reason to 
suppose the law is not sustainable under clause 3 of section 8 of 
article 1 of the constitution: 


“The Congress shall have power: * * * To regulate commerce 
with foreign nations, and among the several states, and with the Indian 
tribes.” 


In the Trade-Mark Cases, supra, the supreme court said: 


“Whether the trade-mark bears such a relation to commerce in 
general terms as to bring it within congressional control, when used or 
applied to the classes of commerce which fall within that control, is one 
which, in the present case, we propose to leave undecided.” 


And again: 


“In what we have here said we wish to be understood as leaving 
untotiched the whole question of the treaty-making power over trade- 
marks, and of the duty of Congress to pass any laws necessary to carry 
tregties into effect.” 


In Elgin National Watch Co. v. Illinois Watch Case Co., 
179 U. S., 665, 673, 21 Sup. Ct., 270, 273 (45 L. Ed., 365), the 
supreme court said: 


“The term (trade-mark) has been in use from a very early date, and, 
generally speaking, means a distinctive mark of authenticity, through 
which the products of particular manufacturers or the vendible commodi- 
ties of particular merchants may be distinguished from those of others.” 


Surely if this be a correct definition of a trade-mark, regu- 
lations for registering and protection of them in connection with 
commerce, interstate or foreign, or with the Indian tribes, is 
legitimate legislation in connection with the regulation of such 
commerce. Surely if such marks are distinctive badges of au- 
thenticity, it is as much a part of the regulation of interstate 
commerce to regulate them as are the branding features under 
the pure food law. 

This court can not therefore hold that such legislation is 
unconstitutional en bloc. 


The act of 1905 contains the following provision: 
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“That nothing herein shall prevent the registration of any mark 
used by the applicant or his predecessors, or by those from whom title 
to the mark is derived, in commerce with foreign nations or among the 
several states, or with Indian tribes, which was in actual and exclusive 
use as a trade-mark of the applicant or his predecessors from whom he 
derived title for ten years next preceding the passage of this act.” 33 
Stats., 726, Sec. 5. 


It is contended that at least this so-called ten-year clause is 
unconstitutional. It was held otherwise in Thaddeus Davids Co. 
v. Davids, et al., 178 Fed., 801, 102 C. C. A., 249; Id. (C. C.), 
190 Fed., 285 [Reporter, Vol. 1, p. 215]; /d., 192 Fed., 915, 
114 C. C. A., 335 [Reporter, Vol. 2, p. 45]; Coco-Cola Co. v. 
Deacon Brown Bottling Co., et al. (D. C.), 200 Fed., 105 [Re- 
porter, Vol. 3, p. 33]; Coca-Cola Co. v. Nashville Syrup Co. (D. 
C.), 200 Fed. 153, 157 [Reporter, Vol. 3, p. 28]; Hughes, et al. 
v. Alfred H. Smith Co. (D. C.), 205 Fed., 302 [Reporter, Vol. 3, 
p. 375]; /n re Cahn, Belt & Co., 27 App. D. C., 173. 

The last case presents a question of construction but not 
one of constitutionality. 
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It is apparent that a technical trade-mark is entitled to 
registration without reference to the ten-year clause, and, if 
none but technical trade-marks are entitled to be registered un- 
der it, then it might as well have been omitted. 

It will be observed that section 5 provides that any mark, 
not trade-mark, which was in actual and exclusive use as a 
trade-mark for ten years before the passage of the act, may be 
registered. This contemplates that any mark which was not a 
technical trade-mark, but which had been actually and exclu- 
sively used by the applicant or his predecessor for the required 
time could be registered as a trade-mark. This being true, there 
was no reason why the complainant could not register the word 
“Abricotine” under the ten-year clause, even assuming it was 
a descriptive word, if she and her predecessors had used it ex- 
clusively for the ten-year period as a trade-mark. Section 16 
of the act of 1905 provides that the registration of a trade-mark 
under the provisions of this act shall be prima facie evidence of 
ownership. The application having been made under the ten- 
year clause, and there being no evidence tending to negative the 
prima facie case made under section 16, the court finds that 
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complainant owned the trade-mark under the ten-year clause, 
and this entirely aside from the question as to whether Abri- 
cotine was the proper subject of a trade-mark aside from the 
ten-year clause. 

It is insisted that the trade-mark registered was the tabret 
or shield and the initials which appeared thereon and the fac- 
simile of the signature of “P. Garnier” or else was of the entire 
inscription, and that defendant had the right to use the word 
“Abricotine” taken from said trade-mark. 

This seems to have been fully answered in Saslehner v. 
Eisner & Mendelson Co., 179 U. S., 19, 21 Sup. Ct., 7, 45 L. 


Ed., 60, where it is said: 


“It is not necessary to constitute an infringement that every word 
of a trade-mark should be appropriated. It is sufficient that enough be 
taken to deceive the public in the purchase of a protected article. * * * 
The reports are full of cases where bills have been sustained for the 
infringement of one of several words of a trade-mark.” 


In that case it was held that a trade-mark upon bitter waters 
of “Hunyadi Janos” was infringed by the use of the words 
“Hunyadi Matyas” on similar waters. 

The defendant contends there is no evidence that she has 
sold the cordial in question except locally in Missouri. She ig- 
nores the fact that she filed the following in the trial court: 


“And for answer to the interrogatory numbered I contained in said 
bill of complaint this defendant says that she has never sold or caused to 
be sold any cordials or liquor or goods of similar descriptive properties 
under the trade-mark Avricotine; but that she has sold such goods bear- 
ing a label having the word Abricotine thereon as a descriptive word in 
association with other matter as hereinbefore stated and that such goods 
have been sold in commerce between the several states of the United 
States since the 1st day of November, 1910.” 


The appellee seems to place some reliance on the fact that 
she claims to be a citizen of France and, as we understand it, 
claims certain rights under the trade-mark convention proclaimed 
July 6, 1869; but owing to doubt as to the sufficiency of the evi- 
dence to show her citizenship of France, to the absence of proof 
of compliance with the terms of that convention, and doubts as 
to the effect upon such convention of the provisions of the act 
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of 1905, we leave all questions as to whether she has any rights 
under said convention undisposed of. 

The court below not only granted an injunction as prayed, 
but granted an accounting. 

Section 28 of the act of 1905, 33 Stats., 730, is as follows: 


“Sec. 28. That it shall be the duty of the registrant to give notice 
to the public that a trade-mark is registered, either by affixing thereon 
the words ‘Registered in U. S. Patent Office, or abbreviated thus, ‘Reg. 
U. S. Pat. Off.,) or when from the character or size of the trade-mark, 
or from its manner of attachment to the article to which it is appropri- 
ated, this can not be done, then by affixing a label containing a like notice 
to the package or receptacle wherein the article or articles are inclosed; 
and in any suit for infringement by a party failing so to give notice of 
registration no damages shall be recovered, except on proof that the 
defendant was duly notttied of infringement, and continued the same 
after such notice.” 


It does not appear that in the use of the trade-mark the 
appellee ever complied with the requirement that she give notice 
to the public by affixing thereto the words “Registered in U. S. 
Patent Office,” or “Reg. U. S. Pati Off.,” nor on a separate label, 
nor is there any evidence that any notice was ever given appellee 
of the infringement. 

It follows that no damages can be recovered and no use 
would be subserved by an accounting. 

The writer fully concurs in the separate opinion of Van 
Valkenburgh, district judge. 

The decree of the district court is therefore affirmed as to 
all but the awarding of an accounting, but the case is remanded, 
with directions to the court to set aside so much of the decree 
as grants such an accounting. 

VAN VALKENBURGH, District Judge (concurring ).—Coun- 
sel for appeliant in their brief raise the following points: 

1. The certificates of trade-mark are invalid and inoperative 
as evidence in this cause: (a) Because the trade-mark act 
of February 20, 1905, is unconstitutional and inoperative; (b) 
because said act limits infringements to such as occur in inter- 
state commerce. 

2. Said certificates of registration do not purport to protect 
the use of the word “Abricotine,” but only the signature and 
initials on the shield. 
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3. Use in interstate commerce was not shown, and the juris- 
diction therefore failed. 

4. The word “Abricotine” is descriptive and incapable of 
adoption as a trade-mark. 

5. The court erred in awarding an accounting of profits. 

It is doubtful whether the assignments of error are broader 
than this; but, if so, such as are not included within the points 
relied on in the brief may be treated as abandoned. In the 
argument, beginning on page 5 of appellant’s brief, the conten- 
tions are still further limited. It is evident that appellant elected 
to stand upon, first, unconstitutionality of the ten-year clause; 
second, failure of proof as to use in interstate commerce; third, 
the failure of the certificates to protect the word “Abricotine” 
apart from the signature, initials, and shield; fourth, the award 
of accounting. 

We hold the act of 1905 to be constitutional. The mark was 
regularly registered under that act; this makes a prima facie 
case of ownership in appellee. Under that act the declarant is 
not limited to marks which are confessedly the subject of tech- 
nical trade-mark; but terms not otherwise admissible as such 
are protected, provided the ten-year exclusive use of the mark 
is shown. This showing was made in the prescribed manner to 
the patent office. It was accepted, and the certificate issued; 
this makes a prima facie case of ownership which it was in- 
cumbent upon appellant to overcome by satisfactory proof. Ap- 
pellant has elected to stand upon the legal propositions urged. 
She made no attack by evidence upon the validity of certificate 
or mark. 


When we uphold the act of 1905, many of the vexatious 
questions presented are removed. In the record it is conceded 
that the infringement occurred in interstate commerce. Regis- 
tration under the act of 1905 established in appellee the owner- 
ship of a trade-mark, which stands for construction as any 
technical statutory mark. In Sasxlehner v. Eisner & Mendelson 
Co., 179 U. S., 19-33, 21 Sup. Ct, 7, 45 L. Ed., 60, it was estab- 
lished that it is not necessary to constitute an infringement that 
every word of a trade-mark should be appropriated. It is suff- 
cient that enough be taken to deceive the public in the purchase 
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of a protected article. As this record stands, it would appear 
that the word “Abricotine” was an essential and vital part of the 
niark. This disposes of all the contentions of appellant except 
that respecting the accounting, and this point we have resolved 
in her favor. 


I say this disposes of all the contentions of appellant, un- 
less we may still consider whether the word “Abricotine” is a 
word in general use and merely descriptive of apricot cordial. 
As I have said before, I do not think we can do so upon this 
record in the face of a valid registration under a valid act of 
Congress which gives to this mark the same legal effect as any 
other recognized technical mark. Some substantial showing, of 
which we can take cognizance, would be necessary to that end. 
Appellant should abide by the theory upon which she has elected 
to submit her case. There is in the record nothing which places 
before the court the part which the word “Abricotine” plays in 
the French language, nor the relation between the name and 
the cordial in French commerce; nor do we take judicial notice 
of such facts whatever they may be. As to uses and customs, 
we are confined to our own country. Michie’s Encyclopedia of 
United States Supreme Court Reports, Vol. 7, p. 676; Dainese 
v. Hale, 91 U. S., 13, 23 L. Ed., 190. The court is, of course, 
bound to take judicial notice of the ordinary meaning of all 
words in our own tongue (Michie, Vol. 7, p. 680); and upon 
such a question dictionaries are admitted, not as evidence, but 
only as aids to the memory and understanding of the court (Nix 
v. Hedden, 149 U. S., 304-307, 13 Sup. Ct., 881, 37 L. Ed., 745). 
We have, judicially, neither memory nor understanding of the 
French language, and appellant has not seen fit to enlighten us 
by the 1ecord. We do take judicial notice of well-known facts 
in history such as political questions which go to form current 
history; well-known facts in legal history; certain recognized 
facts in economic history. But the question of use of a trade- 
mark, or trade-name, in foreign commerce is not history in 
this sense. Except in a very limited way and in matters of 
confessed notoriety, or involving universal experience, we do 
not permit presumed knowledge of such matters to control our 
decision in patent, and trade-mark cases in our own country. 
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Proof of use and the time and extent thereof are required; 
much less should we assume such knowledge affecting a foreign 
jurisdiction and a foreign language. The mere presence of the 
word “Abricotine” as applied to liqueurs in a French encyclo- 
pedia bearing a date subsequent to the beginning of the ten-year 
period, and more than twenty years later than the alleged original 
registration of complainant’s French trade-mark, can not be 
received as establishing a prior general use that would defeat 
ccmplainant’s claim. For aught that appears Garnier’s product 
may have placed the term in the encyclopedia. As I have said, 
a prima facie case was made. The burden then shifted to de- 
fendant. She has elected to stand upon this meager record; and 
we are asked to try this case mainly by the French dictionary, 
in the absence of important and, perhaps, controlling concrete 
facts. Such a process is too abstract and incomplete for the 
determination of valuable property rights. C., B. & Q. R. Co. 
v. United States, 211, Fed., 12, decided at the September term 
of this court. 

In the view I take, then, I do not think we may here de- 
termine, as an independent proposition, whether the word 
“Abricotine” could be indulged as a technical trade-mark, nor 
whether appellee has enjoyed the exclusive use of that mark 
for the statutory period as she alleges. I freely concede, from 
the able and learned argument of the dissenting opinion, that 
those questions are debatable. I express no opinion respecting 
them, and do not think the court can do so in this case. This 
may be said, however, that if the appellee could and did obtain 
French trade-marks, as she swears she did in her affidavit for 
registration, then under article 6 of the treaty for the protection 
of industrial property of March 20, 1883 (25 Stat., 1376), to 
which both France and the United States were parties, she would 
be entitled to protection in this country, whether or not we 
would have allowed such a mark as an original proposition under 
our laws. However, as is pointed out in the majority opinion, 
it is doubtful whether her citizenship is sufficiently proved to 
enable her to avail herself of the benefits of this convention. I 
mention it to show that the probable equities are not all on one 
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side in any view of the case. For the reasons stated, I am con- 
strained to concur in Judge Smith’s opinion. 


Hook, Circuit Judge (dissenting).—This is a case of tech- 
nical, statutory trade-mark, not of unfair competition. The 
trade labels of defendant are so unlike complainant’s no one 
could be deceived. The sole resemblance is in the use of the 
word “Abricotine” as the name of the cordial or liqueur which 
both sell. In no other way is it claimed defendant trespasses. 
Complainant relies on two registrations of a trade-mark in the 
patent office, one November 6, 1906, the other November 1, 1910. 
The latter trade-mark is shown in the foregoing opinion to con- 
sist of a shield outline inclosing the initials “P. G.,” the word 
“Abricotine,’ and the name “P. Garnier” in script. The former 
is precisely like it, except that it contains in addition the words, 
“Liqueur extraite du Fruit l’Abricot,” facsimiles and descrip- 
tions of certain medals and the address, Enghiens-les-Bains. 
Complainant evidently sought by each registration to avail herself 
of the provision of the act of February 30, 1905: 


“That nothing herein shall prevent the registration of any mark * * * 
which was in actual and exclusive use as a trade-mark of the applicant 
or his predecessors from whom he derived title for ten years next pre- 
ceding the passage of this act.” 33 Stat., 725. Sec. 5. 

The first application for registration lacked averment of the 
ten years’ actual and exclusive use and was probably deemed in- 
sufficient under the above provision, so in the second the actual 
use for the ten years was stated, and it was averred that to the 
best of the applicant’s knowledge and belief the use was exclu- 
sive. Recitals in the application show that each related to the 
same trade designations previously used, yet they were different 
in that, as already observed, some features of the first were 
omitted from the second. This difference is not important in 
itself, but is referred to merely to give point to a suggestion to 
be made presently. 


The statute limits our inquiry to the ten years preceding its 
passage. During that period “Abricotine” was in the French 
language the common name of the liqueur having the flavor of 
the apricot which was used in its manufacture. Abricot has for 
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centuries been the French name of the fruit we call apricot, and 
tle word-“Abricotine” came in the well-known way of the 
growth and development of languages—the addition of the suf- 
fix “in” or “ine” to root words—just as quinine, glycerin, glycer- 
ine, acontine, and a host of others. The beaten path was fol- 
lowed in naming the antiseptic listerine after Sir Joseph Lister, 
though an arbitrary term was probably coined, since Lister was 
not the root name of an element in the product. The period 
of exclusive use required by the statute and claimed by com- 
plainant is from February 20, 1895, to February 20, 1905. I 
have said that during this period “Abricotine” was the well- 
known, established, specific name of the article which both par- 
ties sell. Complainant did not coin it; it was in the vocabulary 
and she gave it no new meaning or application. In volume 22, 
La Grande Encyclopedie, published in Paris, May 22, 1895— 
June 30, 1896, under the title “Liqueur” is given a recipe for 
niaking the liqueur Kttmmel, following which, it is said: 


“On peut fabriquer ainsi une foule de liqueurs. anisette, abricotine, 
menthe, raspail, marasquin,” etc. 


A person can make in this way a large number of liqueurs, 
anisette, abricotine and so on. This appeared right at the be- 
ginning of complainant’s alleged ten-year period of exclusive use. 
It is assumed in the opinion of the court that Abricotine may be 
a descriptive term. But more than that, it was from the com- 
mencement the specific, substantive name of the commodity. 
Complainant did not even adapt an old word to a new use; she 
took a current verbal coin of France, just as we of this country 
would call a hoe a hoe or a spade a spade, and asks a monopoly 
of it in this country. But, it is said, we have no judicial knowl- 
edge of the French language and there was no sworn testimony 
on the subject. Of course, broadly speaking, a court will not 
assume judicial knowledge of a foreign language; but the in- 
formation needed here is far short of that. All agree that a 
court may resort to dictionaries in its own language to inform its 
understanding, and that embraces many things of which it was 
wholly ignorant before. This conceded right extends to phrases 
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taken from foreign tongues, as, for example, “en bloc,” which 
appears in one of the foregoing opinions. We use Latin quite 
freely, and if ignorant or dull of memory we inform ourselves 
or refresh our understanding like the pupils in the schools. If a 
toreign dictionary were translated into English, or if some Eng- 
lish lexicographer gave the foreign synonyms of the names of 
articles of trade and commerce (abricot appears as the French 
for apricot in our unabridged lexicons), doubtless we could 
consult the publications without testimony as to their accuracy. 
The real test whether a court may inform itself of the meaning 
of a word, phrase, or sentence in another language without sworn 
witnesses should be whether there are ready, convenient means 
commonly employed in the other walks of life, and whether the 
uiformation so gained would be indisputably beyond contro- 
versy. Those conditions existing, it would seem quite vain to 
require proof under oath. If complainant had been engaged in 
putting up tinned meats in Germany instead of liqueurs in France 
and had applied her arbitrary trade symbol to “Kalbfleisch,” 
could it reasonably be said that a court could not learn the Eng- 
lish meaning except through sworn witnesses? A large part 
of our population, including school children, would know it at 
once, and most of the others could quickly and accurately inform 
themselves. 

There are two aspects in which this case may be viewed: 
First, that complainant registered the name “Abricotine” as her 
trade-mark ; second, that she registered an assemblage of marks, 
names, etc., in which “Abricotine” appeared as the commodity 
to which the marks were applied. In the foregoing opinion the 
first is assumed, I think, inadvertently. The trade-mark claimed 
by the last registration is shown in the opinion to consist of the 
three things already mentioned and the name “Abricotine.” In 
the statement and verified declaration for the registration the 
combination is referred to as a whole; the particular name 
abricotine is not mentioned at all. But if the claim be confined 
to the word alone, complainant must fail because as a fact there 
was no exclusive use for the ten-year period. It would be an 
effort to secure a monopoly of the common name by which an 
article is known in trade and commerce. It is inconceivable that 
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Congress contemplated such a thing. Though liqueurs are a 
small and not widely known group of commodities, yet neces- 
sarily the same principles apply as to others; and it could as well 
be said that complainant might appropriate for her sole use such 
descriptive words and settled names as “Pure Lard,” “Corn 
Meal,” and “Sweet Potatoes.” There would be no escape from 
this conclusion. If the name by which an article of nature or 
manufacture goes has become so established and common that 
it is set forth in a dictionary or national encyclopedia, can it be 
said that a private individual thereafter enjoyed the exclusive 
use of it? Such an appropriation, susceptible of perpetuation 
by renewal of registration, would be so contrary to public policy 
that Congress manifestly did not intend it. The registration 
gives but a prima facie private right which yields to the public 
right when judicially known. 

I think it evident that complainant never registered “Abri- 
cotine” as a trade-mark except as it was a part of an assemblage 
or the common name of the article to which the real trade-mark 
was applied. There was no proof of the exclusive use of the 
name for the ten years except the qualified averment in the 
declaration for registration and that related to the assemblage 
as an entirety. Upon this aspect my brothers say a trade-mark 
should be regarded as a whole and may be infringed by the use 
of part. Saxlehner v. Eisner, 179 U. S., 19, 21 Sup. Ct., 7. 45 
L. Ed., 60, is cited for the rule that “it is not necessary to con- 
stitute an infringement that every word of a trade-mark should 
be appropriated.” But there is a qualification of this rule, one 
phase of which is expressly recognized in that case. The case 
related to Saxlehner’s trade-mark “Hunyadi Janos” applied to 
the bitter waters of a well in Hungary. Defendant asserted the 
1ight to use the word “Hunyadi” alone, but the court denied it. 
It said the trade-name selected was “neither descriptive nor geo 
graphical but purely arbitrary and fanciful.” Defendant also 
urged that, after Saxlehner adopted the name, the word “Hun- 
yadi” had become a generic term descriptive of the waters of 
a large number of wells in that region. As to this the court said 
(179 U. S., page 33, 21 Sup. Ct., 12, 45 L. Ed., 60): 
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“Of course, if it had become such with the assent and ccquiescence 
of Saxlehner, he could not thereafter assert his right to its exclusive 
use,” but, as he apparently made every effort to stop its use, “it ought not 
be charged up against his claim that the word had become generic.” 


Therefore a word may be lost from a trade-mark, if it 
becomes a generic or descriptive name with the owner’s acqui- 
escence. It is equally true that if a word is the recognized and 
established name of an article, and hence not by itself susceptible 
to appropriation as a trade-mark, it can not be appropriated by 
joining with it separable arbitrary symbols and other designa- 
tions. There can be no doubt of the application of this rule to 
a case under the ten-year clause of the act of 1905, where the 
word sought to be appropriated has been so established as the 
name of the article that in the very nature of things the claimant 
could not have had its exclusive use. Otherwise the circum- 
stance that no one else had happened to use the entire combina- 
tion of separable designations could be employed to protect each 
part separately. The ordinary names of commodities in daily 
use and words and expressions descriptive of their qualities and 
properties could be privately monopolized if they happened to 
have been exclusively used with particular arbitrary symbols and 
proper names for the ten years preceding February 20, 1905; 
and quite likely there are many such cases in this country. If 
complainant’s first registration had been effective under the 
ten-year clause, then by such a construction no other person 
could lawfully describe his apricot cordial as “Liqueur extraite 
du Fruit l’Abricot,” nor have expressed on his labels the Eng- 
lish equivalent of that description. The consequences of such a 
doctrine would be quite extraordinary. The complainant’s just 
rights would be conserved by treating the trade-mark as consist- 
ing of the shield, the contained initials, and the name ‘“P. Gar- 
nier,’ and as applying to liqueur abricotine. As so construed, 
the affidavit for registration might be true, and other persons, 
defendant for instance, would be free to call their product by 
its right name, provided they did not use complainant’s marks or 
symbols. 
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WARNER BrotHEeRS ComMPANyY v. Davip WIENER. 
Second Circuit, April 28, 1014. 


Ten-YeEAR MArK—PropeER NAME—INFRINGEMENT. 

The name “Warner’s, registered under the ten-year clause of 
the trade-mark act, and shown in a peculiar script, is not infringed by 
the use of the defendant’s name “Wiener” in black type. He can not, 
therefore, be obliged to prefix thereto his first name, David. 


Appeal by complainant from an order of the United States 
district court, southern district of New York,: granting a pre- 
liminary injunction in part. Affirmed. 


eS et 


Seabury C. Mastick, of New York, for complainant. 
John Bogert and Isodore Weckstein, of New York, for de- 
fendant. 


Before LAcomBE, Coxe and Warp, Circuit Judges. 


On appeal from an order of the district court for the 
southern district of New York which granted a preliminary in- 
junction restraining the defendant from selling or offering for sale 
corsets having thereon, or on the boxes containing the same, the 

‘ name ‘“Wiener’s” printed in the style of type shown in com- 
—_* plainant’s registered trade-mark “Warner’s” or in any such near 
' resemblance thereto as might be calculated to deceive. The 
order concludes as follows: 


a 
a 


| 

“The motion is denied in so far as it asks that the defendant be 

restrained from using the name ‘Wiener’s’ in connection with the sale 
of corsets, irrespective of the style of type in which said name is printed 
unless the name is accompanied by the defendant’s given name ‘David.’” 


| The error assigned is that the court erred in refusing to 
| grant an injunction restraining the defendant from using his 
name in connection with the sale of corsets irrespective of the 
| style of type in which the said name is printed unless accom- 
| panied by the name “David.” 


Coxr, J—The complainant moved in the district court for 
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a preliminary injunction restraining the defendant from using 
his name in connection with the sale of corsets which the com- 
plainant contends infringes its registered trade-mark. This trade- 
mark consists of the name “Warner’s” printed in heavy black 
script. The defendant printed his name in similar black script 
in such a way that a purchaser might easily mistake it for that 
of the complainant. Both parties are engaged in selling corsets. 
The district court enjoined the defendant from using his name 
printed in script and said in its opinion that the defendant must 
not use script “but must use plain type not similar to the script 
used by Warner.” 

This is exactly what the defendant has done. He now 
prints on his boxes in heavy black letters his name WIENER. 
It is this use of his name which the complainant now seeks to 
enjoin. We think there is no merit in this contention. The 
defendant’s name is Wiener, he is a corset maker, he has a 
right to make corsets and to use his own name in the business. 
The name as now used by him is as different from the name 
“Warner’s” as it appears in the trade-mark, as it well can be. 
Assuming that he has a right to do business in his own name he 
could hardly differentiate the names more clearly. His name is 
not printed in script but in heavy black print and the only re- 
semblance between the two names is the inherent similarity be- 
tween the names Warner and Wiener. There is, therefore, no 
infringement of the trade-mark. Of course, unfair competition 
can not be predicated of the use of a name which the defendant 
has a perfect right to use. 

The order is affirmed. 


LacomBE, C. J., dissenting —This suit originally involved 
a charge of pirating trade-mark, and also a charge of unfair 
competition in printing the trade-mark in such type, etc., as to 
mislead purchasers. The latter branch of the case is not now 
here; relief as to the style of printing was given below and no 
cross-appeal was taken. 


The registered trade-mark is the word “Warner’s.” It is 


not the word printed in any particular way. The statement says 
that “The trade-mark consists of the word ‘Warner’s’ that it 
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is appropriated to corsets and that it is usually displayed on the 
packages containing the goods “by placing thereon a printed label 
on which the same is shown.” In the opinion of this court in 
the Davids case [178 Fed. Rep., 801] although in that case the 
statement said that the applicant had adopted for its use the 
“trade-mark shown in the accompanying drawing,” it was held 
that the trade-mark was the name, not the particular way of 
printing it shown in that drawing. It follows that the registered 
trade-mark here is the word “Warner's” irrespective of the type 
it is printed in. 

With the decision in the Davids case [178 Fed. Rep., 801] 
which reversed me [165 Fed. Rep., 792] I fully concur. I had 
overlooked entirely the act of 1905. Under the act of 1881 the 
name alone could not be registered as a trade-mark. But under 
the later act, as was pointed out in the opinion of this court, the 
name could be so registered and when registered became entitled 
‘9 protection. The later Davids decision (Jan. 8th, 1912) [Re- 
porter, Vol. 2, p. 45; 192 Fed. Rep., 915] held, however, that 
arother Davids was not cut off from using his own surname 
provided he differentiated it from the “Davids” trade-mark; 
and it was further held by a majority of the court that such dif- 
ferentiation was secured when he printed his full name “Cort- 
land I. Davids” on one part of the label and “Davids Manu- 
facturing Company” on another part of it. Under the earlier 
Davids decision it seems manifest that ““Warner’s” is a registered 
trade-mark owned by complainant and for which it may claim 
protection. It seems equally manifest under the later decision 
that defendant may sell his goods under his own name provided 
he states such name in full “David Wiener’s” or couples it with 
some other words such as “Wiener’s Manufacturing Company” 
which will tend to avoid confusion. 

I fail to see how the complainant in this cause can be refused 
the same measure of relief, which was granted to the complain- 
ant in the Davids case, unless the decision of this court in that 
case, construing the act of 1905 is reversed. Since I think that 
decision was correct I must dissent from the opinion of the ma- 
jority of the court in the cause at bar. 
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[Since the decision of the United States Supreme Court in the 
Davids Case (ante, p. 175), there should be no doubt of the correctness 
of the position taken by Judge Lacombe, in the dissenting opinion. 
Curiously enough the opinion relied upon by him to support the complain- 
ant’s claim to relief here is that reversed by the Supreme Court because 
the relief granted therein was inadequate. Since it is now settled that 
a proper name registered under the ten-year clause is entitled to the 
same measure of protection accorded to any other trade-mark, the ques- 
tion becomes merely one of conflict between “Warner’s” and “Wie- 
ner’s,” and to exempt the defendant from the necessity of using his first 
name, David, would be in effect to grant less protection than is given 
in like cases, on grounds of unfair competition. Howe Scale Co. v. 
Wyckoff, Seamans & Benedict, 198 VU. S., 118.] 


NEW YORK SUPREME COURT 
Prest-O-Lite CoMPpANY Vv. FREDERICK Ray, et al. 


(147 N. Y. Supp., 138.) 
Appellate Division, First Department, April 17, 1914. 


1. NEw York Business LAW—PENALTY. 

In a penal action to recover the sum of $100.00 for violation of 
§ 367 of the General Business Law, it is unimportant that the plaintiff 
might have a cause of action in equity for unfair competition. The 
penal action can be maintained only for infringement of a valid trade- 
mark, registered as provided by the statute. 

2. NAME oF PatentepD ArTICLE—GENERIC TERM. 

A licensee under a patent whose license is limited both as to ter- 
ritory and as to use of the patented article and who applies to the 
article made under the license an arbitrary name, loses his exclusive 
right therein upon the expiration of the patent. There is no difference 
in principle between use of a name by a licensee and the use thereof 
by the owner of the patent. 

3. GENERIC TerM—“Prest-O-L1rE.” 

The name “Prest-O-Lite,” used upon an article made bv the licensee 
under a patent became generic upon the expiration of the patent. 
There can be no recovery of the statutory penalty, therefore, for the 
use of this name by another. 


Appeal by leave of the appellate term, from an order af- 
firming a judgment of the municipal court of the City of New 
York, against the defendants for recovery of a statutory penalty. 
Reversed and complaint dismissed. 


Howard S. Gans, of New York City, for appellant. 
Keyes Winter, of New York City, for respondent. 
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LAUGHLIN, J.—The recovery was for the penalty given by 
section 367 of the general business law, being chapter 20 of the 
consolidated laws, as amended by chapter 475 of the laws of 
1909, which added said section thereto. 

The plaintiff was duly incorporated under the laws of Indi- 
ana in September, 1904. It has been duly authorized to do 
business in this state and has a plant at Astoria, Queens County, 
New York, where it manufactures and prepares for sale and 
sells there and elsewhere acetylene gas in five sizes of copper- 
plated steel shells, containers, cylinders or tanks, which for 
brevity will be designated tanks, containing porous asbestos brick 
or disc fillers for absorbing acetylene gas dissolved in a liquid 
acetone solvent for use in lighting motor vehicles, the gas, when 
thus dissolved in the acetone, being forced into the tanks under 
pressure. There is only one method by which acetylene gas is 
manufactured, and that is by adding carbide to water, whereby 
the gas is given off. The gas is extremely soluble in water, and, ac- 
cording to the evidence, is dangerous under pressure unless 
“stored in a safety material.” The plaintiff has a standard formula 
for thus preparing the gas in the acetone solvent for storage in the 
tanks. When the gas is dissolved in liquid acetone and inserted 
in the tanks according to the plaintiff’s formula, a tank will 
hold forty cubic feet of acetylene gas at a pressure of 225 pounds 
—the unit whether per square foot og inch is not given—at a 
temperature of sixty degrees Fahrenheit, or eight times the quan- 
tity that a tank would hold if the gas were not thus dissolved in 
the acetone liquid solvent and absorbed in the asbestos fillers 
under pressure. When desired for lighting, the gas is admitted 
to the burner from the tank through a needle valve at the convex 
end at a substantially uniform pressure, and the ordinary tank 
for ordinary use on automobiles, when thus filled, affords light 
of uniform intensity for about forty hours. The plaintiff manu- 
factures both the tanks and gas, but, as already observed, the gas 
it manufactures is the same as that manufactured by its com- 
petitors, the only difference shown by the evidence being with 
respect to the manner of preparing and storing the gas in the 
tanks for use. The plaintiff is not engaged in the business of 
manufacturing or selling the fanks excepting as filled or to be 
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filled with gas according to its formula. There is evidence tend- 
ing to show that since the commencement of this action a single 
sale of an empty tank was made for $11.65 at the plaintiff’s 
branch office in New York, for use with a welding machine for 
experimental purposes; but not to be used in affording light for 
motor vehicles; and there is evidence tending to show that the 
plaintiff sells its tanks to wholesale dealers at $13.65 each, less 
a discount for cash, to be filled, however, with gas manufactured 
by it and according to its formula, for which it charges the 
wholesalers one dollar per tank, and that it retails and authorizes 
the retailing of the tanks filled and ready for use for $25.00 
each, on the representation and assurance, but without a formal 
agreement, that they may be exchanged when empty for filled 
tanks at any one of plaintiff's thirteen plants or twenty-six 
branch offices, or at any one of some fifteen hundred exchanges 
maintained by it for that purpose throughout the United States, 
Canada, Mexico, Europe, and the Philippine Islands, for a 
charge, varying according to the place, of from $1.50 to $3 for 
each exchange. The plaintiff since its incorporation has sold 
between 650,000 and 700,000 of these tanks. The ordinary life 
of a tank is at least fifteen years. It is conceded that on the 
initial sale of a tank the plaintiff parts with all its right, title and 
interest therein. At the concave end of each tank there is a 
safety plug and gauge with the hyphenated word “Prest-O-Lite” 
stamped on the gauge. On the cylindrical body of the tanks 
there is attached a square label on which is etched in large letters 
the same hyphenated word “Prest-O-Lite,” and the date of the 
patent under which the plaintiff originally manufactured and sold 
the tanks and gas, and since July, 1910, a notice “This Side 
Up,” and an inscription signed in the name of the plaintiff and 
its licensor as follows: 


“In consideration of its return to us for exchange when empty, this 
device is sold and licensed for sale and use only when filled with gas 
and acetone compressed by us, and when sold for not less than $25.” 


On the 25th day of December, 1900, the United States pat- 
ent office duly issued letters patent No. 664,383 to G. M. A. 
Claude and G. A. Hess, the inventors and their assignee, for an 
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apparatus for storing and distributing acetylene gas, and in the 
specifications forming part of the letters patent it is recited that 
the apparatus, to which the invention pertains, “is designed to 
carry out a process of storage and distribution involving the 
employment of a chamber charged with a solvent of the gas to 
be stored and into which the gas is forced under suitable pres- 
sure,” and that the tank is to be charged at a central station or 
distributing point and transported “‘as a complete article or ‘pack- 
age’ adapted to be placed in communication with the burners” 
where the light is desired, and that 


“To this end the apparatus embodying the present invention consists, 
essentially, in a closed receptacle containing acetylene gas in solution 
and having an outlet for the gas so positioned as to be normally above 
the level of said solution and adapted to be provided with a burner or 
connected with a nipe system for the final use of distribution of the 
gas which escapes from the solution owing to the diminution of pres- 
sure when the said outlet is opened.” 


It is not necessary to describe the patent in full. It is suf- 
ficient to say, for the purposes of this appeal, that it covered 


the tank and its contents, prepared and fil'ed as already de- 
scribed, as a complete package ready for commercial use. Each 
of the six specifications of the invention, as claimed by the in- 
ventors, and upon which the patent was granted, shows that the 
patent was claimed on the “prepared package” or “closed vessel” 
containing acetylene gas so dissolved in a solvent and stored, 
described in one of the specifications as “a gas-package.” 


It was held by the federal courts, and is now conceded, that 
the letters patent expired with a former similar English patent 
on the 30th day of June, 1910. (The Commercial Acetylene Co. 
and The Prest-O-Lite Co. vs. Schroeder, et al., 203 Fed. Rep., 
276.) Prior to that time the plaintiff to the extent of its license 
from the patentees, had an exclusive monopoly of the right to 
prepare and market acetylene gas in package or tanks in accord- 
ance with the letters patent ; but that right expired with the letters 
patent, and it has since been, and now is, open to all the world 
to adopt the plaintiff’s style and form of tank and formula fot 
preparing, storing and selling acetylene. 


The plaintiff attempted to register the word “Prest-O-Lite” 
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as a trade-mark pursuant to the provisions of said section 367 
cf the general business law, and its right to recover the penalty 
depends upon whether it is entitled to the protection of the provi- 
sions of the statute in the use of the hyphenated word “Prest- 
O-Lite” as a trade-mark on tanks containing gas manufactured 
by it. 

When article 24 of the general business law entitled “trade- 
marks” went into effect on the 17th day of February, 1909, it 
contained only sections 360-366 inclusive, which related to cer- 
tain specifically enumerated trade-marks. By adding section 367 
thereto, the legislature brought within the regulation and protec- 
tion of the statute other trade-marks by general language. Sec- 
tion 367 was analyzed by the legislature itself, as shown by the 
heading thereto, as one containing “Further provisions concern- 
ing trade-marks on articles of merchandise.” The first sentence 
of the section is as follows: 


“Any person or corporation engaged in manufacturing, packing, bot- 
tling, or selling any article of merchandise, put up by him for sale in 
any bottle, vessel, box, package or other receptacle with his name, trade- 
mark, label or private mark appearing in any way thereon, or branded 
stamped, affixed, blown or impressed thereon, may file in the office of 
the Secretary of State, and in the office of the county clerk of the 
county where the same is manufactured, packed, bottled or put up for 
sale, or where his, its or their principal place of business is situated, or 
if such person or corporation shall manufacture, pack or bottle outside of 
this state, then in any county of this state, and also in the office of the 
secretary of state, a description, specimen or facsimile of the name, trade- 
mark, label or other private mark so appearing thereon or so branded, 
stamped, affixed, blown, impressed or otherwise marked thereupon, and 
he shall thereupon be deemed the proprietor of such name, trade-mark, 
label, or other private mark.” 


The act next provides that a certificate of the record of the 
trade-mark, which for brevity I shall use as referring to the 
three terms “trade-mark, label or other private mark,” shall be 
delivered to the person or corporation filing it, and that upon 
publishing the description, specimen or facsimile as herein pro- 
vided, the certificate shall be prima facie evidence in any action 
under the statute, or in any prosecution or action under any 
statute of the state, and in any action or prosecution to recover 
damages for the violation of the trade-mark, or to prevent the 
infringement thereof, of the ownership and use of the trade- 
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mark by the person to whom it was issued. The statute also 
contains provisions designed to protect holders of such certifi- 
cates against the subsequent registration of trade-marks identical 
with or similar to theirs, unless the right thereto by prior adop- 

tion be established upon a hearing as therein provided, and in 

that case the first registration is required to be revoked. Actions 
in the supreme court are also authorized for the revocation of ; 
such registrations by others than lawful owners. The statute { 
next provides: 






“No person other than such proprietor of such label, trade-mark or 
other private mark which has been filed in the office of the secretary 
of state and in the office of the county clerk, as aforesaid, shall sell, 
keep or offer for sale in, from or out of, or fill, place or put into, any 
vessel, box, package, bottle or receptacle on which any such names, labels 
or marks in any manner appear, and while so branded, stamped, labeled, 
blown, impressed or marked, any article or substance other than the 
original contents placed therein by the proprietor of the label, trade- 
mark or other private marks thereon, or sell, keep, or offer for sale any 
article or substance in, from or out of, or fill, or place, or put any article 
or substance into any vessel box, package, bottle or receptacle on which 
said laLel and trade-mark in any manner appears or which shall bear or 
have branded, stamped, labeled, blown, impressed or otherwise marked 
thereon, any imitation or counterfeit of any such label, trade-mark or 
other private mark so filed in the office of the secretary of state and 
county clerk as aforesaid. No person other than such proprietor in 
such cases where filing and publication is made as aforesaid, shall re- 
move, deface or obliterate any device, brand, stamp, mark, name, trade- 
mark or other private marks impressed, stamped or blown into the sub- 
stance of which any such vessel or receptacle is composed, without the 
written permission of such proprietor or unless there has been a sale to 
such person of such vessel or receptacle exclusive of the contents thereof i 
by such proprietor. No person other than such proprietor shall, with- yi 
out his permission, use, traffic in, purchase, sell, dispose of, convert, 
mutilate, destroy or wilfully or unreasonably refuse to return or deliver 
to such proprietor on demand, any such vessel or receptacle belonging 
to such proprietor, which is branded, stamped, or marked by having any 
such registered design, device, name or mark blown or impressed into 
the substance of which the vessel or receptacle is composed or sell or 
dispose of any such vessel or receptacle without obliterating or defacing 
such label, trade-mark or other private mark if such obliterating or de- 
facing can be done without substantial injury to the vessel or receptacle 
on which it appears or to which it is affixed providing filing and publica- 
tion has been made as aforesaid. Nothing herein contained shall be 
construed as preventing the traffic in any bottles or other receptacles 
without contents, with or without obliteration or defacement of the trade- 
mark upon it, when such trade-mark can be obliterated or defaced without 
substantial injury to the bottle or receptacle, the intention of this sec- 
tion being to protect the owners of trade-marks and labels against imi- 
tation and refilling of all packages and receptacles while bearing such 
trade-marks.” 
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It is further provided that for every violation of the statute 
the person violating it shall forfeit to the registered proprietor 
of the trade-mark $100.00 but that the written consent of such 
registered proprietor shall be a defense to an action for the 
penalty. 

Pursuant to the provisions of this statute, the plaintiff on 
the 5th day of December, 1912, filed in the office of the clerk 
of the County of Queens a notice, signed in its name by its 
manager for the State of New York, and duly verified by him, 
addressed “To all whom it may concern,” stating that the plain- 
tiff, a foreign corporation authorized to do business in this state 
and engaged in manufacturing in the County of Queens “and 
selling a mixture consisting of acetylene dissolved under pres- 
sure in acetone in steel cylinders or vessels,” declared, pursuant 
to the provisions of the statute in question which are specified, 
“that it has and does now appropriate as its trade-name or trade- 
mark, the hyphenated, arbitrary word ‘Prest-O-Lirs,’” and that 
said name or trade-mark is stamped and etched by the plaintiff 
and appears on all of the vessels, receptacles or cylinders in 
which dissolved acetylene is placed and sold by the plaintiff, and 
that the particular goods for which it has been and is intended 

to be appropriated “consists of the said acetylene dissolved under 
pressure in acetone and stored in said vessel,” and that the 
plaintiff 


“has the sole right to use the name as its trade-mark, and no other per- 
son, firm or corporation has the right to such use.” 


Two days later it filed a like notice in the office of the sec- 
retary of state. The record contains a recital that a certificate 
of this filing was issued to the plaintiff by the second deputy 
secretary of state; but the exhibit offered in evidence to show 
that fact does not show it. No question, however, appears to 
have been raised upon the trial and no point! is made on the appeal 
with respect to the sufficiency of the evidence to show that plain- 
tiff obtained a certificate of the registration as provided in the 
statute. The plaintiff also showed by the affidavit of the fore- 
man of the Daily Star that it was a daily newspaper printed and 
published in said County of Queens, and that a certified copy of 
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said notice filed with the clerk of said county was published in 
said newspaper “once in each week for three successive weeks 
(three insertions) commencing December 5th, 1912, and ending 
December 19th, 1912.” A question appears to have been raised 
upon the trial with respect to the sufficiency of the proof of pub- 
lication, but no point with respect thereto is made upon the ap- 
peal. It appears that both parties desire a decision on the merits 
and in the circumstances it seems unnecessary to consider the 
sufficiency of the proof of publication but it may be observed 
that the affidavit may be construed as relating to the dates of the 
insertions and not to the time when the publication became com- 
plete under the statute, and as it became effective before the sale 
in question, if the third insertion was on the 19th of December, 
there would seem to be no objection to the judgment on that 
ground. 


The defendants deal in automobile accessories, and their 
place of business is at No. 1651 Broadway, Borough of Man- 
hattan, New York. On the 16th day of January, 1913, one 
Jones took an empty tank of the plaintiff’s manufacture into the 
defendants’ store and asked for “a refilled tank,” and received 
another tank of the plaintiff's manufacture which had been re- 
filled by the Searchlight Gas Co., at Camden, New Jersey, with 
acetylene gas manufactured by it, for which Jones was required 
tc pay $1.50. The word “Prest-O-Lite” on the body of the tank 
thus received by Jones was visible through a torn part of a yel- 
low label with which the Searchlight Gas Co. covered it. Two 
paper labels of the Searchlight Gas Co. had been attached to the 
tank. One was a square yellow label, upon which was printed 
it. black a notice in the name of that company to the effect that 
the tank had been refilled with acetylene gas made by it accord- 
ing to its system of acetylene storage. The other was a round 
yellow label printed in red containing a “cold weather notice” 
in the name of the Searchlight Gas Co. stating the effect of the 
pressure of taking the tank from a warm to a cooler atmosphere. 
The name “Prest-O-Lite” on the gauge of the tank was not 
covered by either label. This tank as thus filled came into the 
possession of the Searchlight Gas Co. in New York about the 
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8th day of December, 1912, and it had been received by it in 
New Jersey about ten days prior thereto. 

The plaintiff, in the first instance, for proof of its right 
to the word “Prest-O-Lite” as a trade-mark, rested on the pre- 
sumption declared by the statute. The defendant raised various 
cbjections to the constitutionality of the statute, which, in the 
view we take of the case, are not necessarily presented for 
decision and no opinion will be expressed thereon. It may be 
observed, however, that the legislature by this statute has not 
attempted to confer trade-mark rights, but merely to more ef- 
fectively regulate existing common law trade-mark rights and to 
afford an additional speedy remedy for the violation thereof, and 
to prevent fraud and imposition on the public, which are matters 
within the police power of the state. (People vs. Luhrs, 127 
App. Div., 634, affd., 195 N. Y., 377; People vs. Cannon, 139 
N. Y., 32; Mullins vs. People, 24 N. Y., 399; People vs. New 
York Carbonic Acid Gas Co., 196 N. Y., 421; Hathorn vs. Na- 
tional Carbonic Acid Gas Co., 194 N. Y., 326; Ohio Oil Co. vs. 
Indiana, 56 App. Div., 143; Ricker vs. Leigh, 74 App. Div., 137.) 

The act of Congress of March 3, 1881, which is the federal 
statute with respect to the registration of trade-marks enacted 
after a former statute had been declared unconstitutional, con- 
tains like provisions with respect to the effect of the registration 
as evidence. (Elgin Nat. Watch Co. vs. Illinois Watch Co., 
i179 U. S., 665.) The legislature has merely attempted to de- 
clare what shall be prima facie evidence in such cases, and we 
will assume that it was competent for it to declare that the 
presentation of the certificate of registration of the trade-mark 
with proof of compliance with the statute, in view of the careful 
provisions made for annulling the registration of trade-marks 
at the instance of persons not entitled thereto is presumptive evi- 
dence of the right thereto in an action to recover the penalty. 
(See Howard vs. Moot, 64 N. Y., 262; Coleman vs. Shattuck, 
62 N. Y., 348; People vs. Cannon, 139 N. Y., 40; People vs. 
Johnston, 185 N. Y., 229.) The defendant, however, thereupon 
showed the facts already stated with respect to the issuance of 
a patent pursuant to which, and to the license granted thereunder, 
plaintiff manufactured the gas package; and further showed that 


a 
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the name “Prest-O-Lite’’ was used both as a generic name to 
designate the gas package and as a trade-mark indicating the 
crigin and manufacture of the contents of the tank. There is no 
doubt from the evidence that the word “Prest-O-Lite’” con- 
veyed to those familiar with gas used for lighting automobiles, 
information that the tanks upon which that name appeared con- 
tained gas prepared and stored there in accordance to the formula 
for which the patent had been issued and which was used by the 
plaintiff, and also that the gas therein had been so manufactured 
and stored by the plaintiff. It is fairly to be inferred from the 
evidence that gas prepared for use and stored in that particular 
manner became known as “Prest-O-Lite” gas, and that the tanks 
were known as “Prest-O-Lite” tanks, and that the word “Prest- 
O-Lite” was understood by the trade as indicating not merely 
acetylene gas manufactured by the plaintiff, which is the same 
as the acetylene gas manufactured by all other dealers, but 
acetylene gas prepared in this particular manner, which seems to 
have afforded a greater capacity to the tank and to have afforded 
2 steady light and safety owing to the strength of the tank. The 
plaintiff advertised its gas tanks as “Prest-O-Lite Gas Tanks” 
and in its advertisements it referred to its customers as “UseErRs 
of Prest-O-Lite,” and published a booklet with a picture of the 
tank on the cover with the words “Prest-O-Lite Gas Tank” 
printed thereon in the form of a label, and the words “The Light 
Universal” also printed on the cover. The patent under which 
these tanks were originally manufactured, in so far as it covered 
the container of the gas, was general, no model having been 
filed and no specific dimensions having been given. The plain- 
tiff undoubtedly had during the life of the patent established an 
extensive business under which the purchasers of tanks manu- 
factured by it, containing gas manufactured and prepared for 
storage and stored therein by it, were afforded the valuable 
privilege of exchanging empty tanks for re-filled tanks at a 
comparatively low price throughout the world where automobiles 
are used, and the name “Prest-O-Lite,” also, in a sense, repre- 
sented the plaintiff’s system of doing business. The . name 
‘“Prest-O-Lite” was applied indiscriminately to the tank and to 
the contents thereof prepared and stored according to the plain- 
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tiff’s formula, which for a time was protected by letters patent. 

The case, therefore, falls within the rule established by 
the federal decisions that a name used during the life of a patent 
both as a generic name for the patented article and as a trade- 
mark to indicate the origin of the manufacture, becomes public 
property on the expiration of the patent, on the theory that it is 
essential to the public enjoyment of the right to manufacture 
and sell that which was theretofore protected as a private mo- 
nopoly by the letters patent, that the public shall have the right 
to the use of the name by which the article was known. (Singer 
Mfg. Co. vs. June Mfg. Co., 163 U. S., 169; Holzaffer’s Co. vs. 
Rohtjen’s Co., 183; U. S., 1; Coats vs. Merrick Thread Co., 149 
U. S., 562; see also Waterman, et al. vs. Shipman, et al., 130 
N. Y., 301.) Notwithstanding the expiration of the letters pat- 
ent and of this public right to use the plaintiff’s formula and to 
manufacture and use tanks precisely the same as those manu- 
ractured and used by the plaintiff, still the plaintiff would be en- 
titled to protection by injunctive relief against unfair competi- 
t:on, and those manufacturing and selling gas in tanks under the 
name “Prest-O-Lite” could and should be so restricted in the 
use of that name as to prevent them from misleading the public 
into thinking that the gas they were selling was manufactured 
by the plaintiff. (Singer Mfg. Co. vs. June Mfg. Co., supra; 
Herring-Hall-Marvin Safe Co. vs. Hall, 208 U. $., 554; West- 
cott Chuck Co. vs. Oneida Co., 199 N. Y., 247, 251.) This ac- 
tion, however, was not brought for such relief nor in a court 
competent to grant it. 

The learned counsel for the respondent argues that it can 
not be successfully maintained that the word “Prest-O-Lite” 
was used by the plaintiff as a generic name descriptive of or to 
designate the particular style of its gas package manufactured 
under the license from the owner of letters patent, for the rea- 
son that it was neither the owner nor a general licensee of the 
patent, but that its license was limited both as to territory and 
as to the use to which the gas manufactured and so prepared by 
it should be applied, and it cites numerous decisions in which it 
was held that it had acquired a proprietary right to use the 
hyphenated word as a trade-mark. (See Prest-O-Lite vs. Avery 
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Portable Light Co., 161 Fed., 648; Same vs. Post & Lester, 
163 Fed., 63; Same vs. H. W. Boegn, Inc., et al., 209 Fed., 915; 
Same vs. Arthur C. Davis, et al., 209 Fed., 917.) [Reporter, 
Vol. 4, p. 91.] He also contests in his points that other names 
are used by other licensees in manufacturing acetylene gas pur- 
suant to the letters patent; but there is no evidence on that point 
in the record. i 


The plaintiff evidently succeeded to the rights of a com- 
pany which had a license from the assignee of the patent under 
date of March 8, 1905, which, subject to a right of renewal for 
two years therein provided for, was to expire on the thirty-first 
day of December, 1905, and which was first renewed for two 
years and subsequently renewed for a period of ten years, which 
more than covered the life of the patent. The original license 
of March 8, 1905, was unrestricted as to territory and was for 
the manufacture and sale of 





“the acetylene storage cylinders and appurtenances covered by the letters 
patent * * * but only for the purpose of use in connection with the 
lighting of lamps on automobiles, carriages and other moving vehicles, 
but not including railway and tram cars, or boats or marine vessels.” 








The last renewal of the license, which was on the twenty- 
tourth day of October, 1906, contained a provision by which the 
parties agreed that it should include 










“the license to manufacture and sell automobile cylinders in the Dominion 
of Canada, it being understood that all cylinders shall by (sic) shipped 
into Canada in an incomplete condition, viz., without acetone or acety- 
lene to our Canadian Branch, for completion; this condition being for 

the protection of our patents.” 













There is no evidence that there was any other manufacturer 
of acetylene gas prepared and stored for use in lighting automo- 
biles and other moving vehicles under the letters patent. There 
is no difference in principle between the use of a name by a li- 
censee, having an exclusive license to the extent of such use, to 
designate a patented article manufactured by it, and the use of 
the name by the owner of a patent, who loses with the expiration 
of the patent his exclusive right to the use as a trade-mark of a 
name which he applied to a patented article and permitted it to 
become known by during the life of the patent. 
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It follows that the determination of the appellate term is 
reversed with costs and the judgment of the municipal court 
reversed with costs to the appellant, and the complaint dismissed 
with costs. 

INGRAHAM, P. J., and Scort, J. concur. 

McLauGHLIn and Horcukiss, JJ. dissent. 


{On the authority of the decision of the United States district court 
for the southern district of New York, in the case of Hughes, et al. v. 
Alfred H. Smith Company (Reporter, Vol. 3, p. 375), it would appear 
that had the plaintiff’s contention, to wit, that other names were used by 
other licensees in the manufacture of acetylene gas under the letters 
patent been supported by evidence in the record, the decision of the court 
might well have been different. 

However, the rule in the Singer case seems to have no application in 
the present instance. The offense was the refilling of a receptacle bear- 
ing the mark registered pursuant to the statute, and this offense is ex- 
pressly covered by the language of the act, the intent of which is stated 
to be “to protect the owners of trade-marks and labels against imitation 
and refilling of all packages and receptacles while bearing such trade 
marks” (ante, p. 207). So long as the mark upon the receptacle was 
one that identified it to the purchasing public and so long as that mark 
had been registered in compliance with the statute for the information of 
the public, the question of whether it was a good and valid technical 
trade-mark appears to be quite immaterial. The defendant’s right to 
make a similar article and sell it under the same name does not neces- 
sarily involve the right to refill the plaintiff’s receptacle and pass off its 
contents as coming from the complainant by means of the mark which 
the complainant has placed upon the container.] 


CrESCENT Topacco Co. v. Roya, TurkisH Topacco Co. 
(New York Law Jour., April 22, 1914.) 
Special Term, New York County, April 21, 1914. 


TRADE-M ARK—ASSIGN MENT. 

The transfer of a trade-mark and the good will of the business 
concerned therewith may be the result of a combination of acts. The 
validity of the assignment of a trade-mark is to be determined by 
the whole course of conduct of the parties with respect thereto. 


In equity. On final hearing. 


Yankaner & Davidson, of New York City, for plaintiff. 
Charles Dushkind, of New York City, for defendant. 
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GREENBAUM, J.—The evidence in this case establishes that 
the plaintiff corporation succeeded to the business theretofore 
carried on by the bankrupt Schavrien, who became an owner of 
a number of shares of stock of the corporation and an officer of 
and an active participant in the business thereof. The plaintiff 
succeeded to the business of Schavrien through a combination of 
acts, some of them in themselves not being in the nature of an 
actual transfer of the business and good will thereof, including 
the trade-mark in question, but taking them all together resulting 
in an actual and effective transfer of all the rights and interests 
that Schavrien had in the good will of the cigarette business 
theretofore conducted by him under the name of the Crescent 
Company. The facts in this case differentiate it from those ap- 
pearing in Falk v. American West Indies Trading Company (100 
N. Y., 445), upon which defendant relies, where it appeared 
that a mere naked transfer of a trade-mark had been given de- 
tached from the business in which it had theretofore been used. 
Here the same person, who for years had used the name “Brigh- 
ton Club” as a trade-mark on one of the brands of cigarettes 
manufactured by him, had transferred to the plaintiff for a valu- 
able consideration the good will of the business previously car- 
ried on by him and continued thereafter for a number of years 
to assist in the manufacture of these cigarettes by the corpora- 
tion, including the “Brighton Club” brand in question, put up 
in paper and packages of a special and peculiar design. His 
subsequent withdrawal from the corporation and connection with 
the defendant, which made and offered for sale cigarettes of an 
inferior kind of tobacco to that used in the “Brighton Club” 
brand manufactured by the plaintiff and packed in papers, boxes 
and packages similar to those in which plaintiff’s cigarettes were 
packed, was not only an infringement of plaintiff’s trade-mark, 
but also operated as a fraud upon the public and constituted 
unfair competition. The plaintiff is entitled to a decree as prayed 
for. 
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AMENDMENT OF NEW YORK PENAL LAW 


(Chap. 332, L., 1914.) 
AN ACT TO AMEND THE PENAL LAW, IN RELATION TO TRADE-MARKS. 


The People of the State of New York, Represented in Sen- 
ate and Assembly, do enact as follows: 

Section 1. Section twenty-three hundred and fifty-four of 
chapter eighty-eight of the laws of nineteen hundred and nine, 
entitled “An act providing for the punishment of crime, con- 
stituting chapter forty of the consolidated laws,” as amended by 
chapter two hundred and forty of the laws of nineteen hundred 
and nine, is hereby amended to read as follows: 

Section 2354. Offenses against trade-marks. A person who: 

1. Falsely makes or counterfeits a trade-mark; or, 

2. Affixes to any article of merchandise, a false or counter- 
feit trade-mark, knowing the same to be false or counterfeit, or 
the genuine trade-mark, or an imitation of the trade-mark of 
another, without the latter’s consent; or, 

3. Knowingly sells, or keeps or offers for sale, an article of 
merchandise to which is affixed a false or counterfeit trade-mark, 
or the genuine trade-mark, or an imitation of the trade-mark of 
another, without the latter’s consent; or, 

4. Has in his possession a counterfeit trade-mark, knowing 
it to be counterfeit, or a die, plate, brand or other thing for the 
purpose of falsely making or counterfeiting a trade-mark; or, 

5. Makes or sells, or offers to sell or dispose of, or has in 
his possession with intent to sell or dispose of, an article of 
merchandise with such a trade-mark or label as to appear to 
indicate the quantity, quality, character, place of manufacture 
or production, or persons manufacturing, packing, bottling, box- 
ing or producing the article, but not indicating it truly; or, 

6. Knowingly sells, offers or exposes for sale, any goods 
which are represented in any manner, by word or deed, to be 
the manufacture, packing, bottling, boxing or product of any 
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person, firm or corporation, other than himself, unless such goods 
are contained in the original packages, box or bottle and under 
the labels, marks or names placed thereon by the manufacturer 
who is entitled to use such marks, names, brands, or trade-marks ; 
or, 

7. Shall sell or shall expose for sale any goods in bulk, to 
which no label or trade-mark shall be attached, and shall by rep- 
resentation, name or mark written or printed thereon, represent 
that such goods are the production or manufacture of a person 
who is not the manufacturer; or, 

8. Shall knowingly sell, offer or expose for sale any article 
of merchandise, and shall orally or by representation, name or 
mark written or printed thereon or attached thereto or used in 
connection therewith, or by advertisement, or otherwise, in any 
manner whatsoever make any false representation as to the per- 
son by whom such article of merchandise or the material thereof 
was made, or was in whole or in part produced, manufactured, 
finished, processed, treated, marketed, packed, bottled, or boxed, 
or falsely represent that such article of merchandise or the ma- 
terial or any part thereof has or may properly have any trade- 
mark attached to it or used in connection with it, or is or may 
properly be indicated or identified by any trade-mark, is guilty 
of a misdemeanor and punishable for the first offense by a fine 
not less than fifty dollars nor more than five hundred dollars or 
imprisonment for not more than one year, or both such fine and 
imprisonment, and for each subsequent offense by imprisonment 
for not less than thirty days or more than one year, or by both 
such imprisonment and a fine of not less than five hundred dol- 
lars or more than one thousand dollars. 

Section 2. This act shall take effect September first, nineteen 
hundred and fourteen. 


Approved, April 14, 1914. 


[This measure is merely an extension of a legislative policy followed 
in this State for nearly seventy years. In 1845 the New York Legislature 
made the counterfeiting of a private stamp or label a penal offense. This 
was the first statutory recognition of a property in trade-marks by any 
English speaking people. The source of Sec. 2354 of the penal law is 
as follows: 
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8 1 ) 
$2 )1L,. 1845, Ch. 270. 
$3) 
)§ L, 1850, Ch. 123 
Penal Law 34 1. TOM, J: 
. ° » ¢c gw 5 y 2 
Section 2354. : 2 L. 1882, Ch. 384. 
(3 - ba. 1889, Ch. 45. 
§ & L 1054; ‘Chi. 232. 
Last q, £ 1908, Ch 2/. 


It now punishes every conceivable misuse of a trade-mark, includ- 
ing the oral misuse thereof. This latest amendment supplements the 
law in an important particular, making a penal offense of oral misrep- 
resentations calculated to pass off spurious goods as those entitled to be 
sold under the designated trade-mark and making of section 2354 of 
the penal law a complete, harmonious and effective instrument for the 
protection of trade-marks. | 





COURT OF APPEALS OF THE DISTRICT OF COLUMBIA 


IN RE BARRETT MANUFACTURING COMPANY 
(202 O. G., 031.) 
February 2, 1014. 


CoNnFLICTING MarKs—“Hypronon” AND “Hyprocipe.” 

The words “Hydronon” and “Hydrocide” are likely to cause con- 
fusion in trade, when applied to goods of tne same descriptive proper 
ties. 


For the opinion of the commissioner of patents, see Re- 
porter, Vol. 3, p. 305. 


Mr. T. D. Merwin and Mr. W. B. Morton, for the appellant. 
Mr. W. S. Ruckman, for the appellee. 


Ross, J. This appeal is from a decision of the commissioner 
of patents refusing to register the word “Hydronon,” with a 
paraph beneath, as a trade-mark for bituminous paint, the ground 
of the refusal being the prior registration of the word “Hydro- 
cide’ as a trade-mark for the same class of goods. We agree 
with the commissioner that the words are so nearly alike as to be 
likely to cause confusion in trade when applied to goods of the 


same descriptive properties, and therefore affirm the decision. 
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(Seubert v. Santaella & Co., 36 App. D. C., 447; Breitenbach v. 
Rosenberg, 37 App. D. C., 102; Northwestern Consol. Milling 
Co. v. Mauser & Cressman, 162 Fed., 1004; Florence Mfg. Co. 
v. Dowd, et al., 171 Fed., 122.) 


H. Woir & Sons v. Lorp & TAaytor. 
(202 O. G., 632.) 


February 2, 1914. 


, 


Goops oF THE SAME DESCRIPTIVE PROPERTIES. 

Different species of goods are of the same class, when a certain 
trade-mark used on them would enable an unscrupulous dealer to palm 
off on an unsuspecting purchaser the goods of one make, in the belief 
that he was receiving the goods of another. 

Hosiery and knitted underwear are goods of the same descriptive 
properties within the meaning of the Trade-Mark Act. 


For the opinion of the commissioner of patents, see Re- 
porter, Vol. 35 Pp. 250. 


Mr. John M. Coit, for the appellants. 
Mr. Odin Roberts, for the appellees. 


VAN OrspEL, J.—This is a trade-mark opposition in which 
appellee company is opposing the registration by appellant com- 
pany of a trade-mark consisting of a rayed medallion having the 
word “Onyx” prominently displayed thereon, the medallion be- 
ing suspended by a link or clasp from an eagle’s beak. The 
registration is sought for use on knitted and textile undershirts, 
drawers and union suits. 

The appellee’s mark is identically the same as that sought 
to be registered by appellant. It appears that appellee registered 
the mark in 1887, when it was adopted and used as a trade-mark 
upon men’s, women’s and children’s stockings. In 1907, a sec- 


ond registration was secured by appellee, in which it was stated: 


The class of merchandise to which the trade-mark is appropriated 
is class 41, knitted, netted, and lace goods, and the particular description 
of goods comprised in said class upon which said trade-mark is used 
is hosiery. 
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It appears that appellee at one time used the mark upon 
black underwear. This use was begun in 1897, and continued 
for several years. Its use on underwear was discontinued, which 
it is urged by appellant constituted an abandonment of the mark 
for underwear. It is also contended by appellant that appellee’s 
use must be limited to stockings, and, therefore, its use upon 
knitted underwear, drawers and union suits deprives appellee of 
no rights. It is unnecessary to indulge in nice distinctions as 
to the exact meaning of the term “hosiery.” If appellee had 
never applied the mark to underwear, appellant’s position would 
not be improved. The classes of goods are so similar as to bring 
appellant’s right! to registration within the inhibition of the trade- 
mark act. Much evidence was adduced by appellee to show that 
appellant’s use of the mark on underwear would be likely to 
create confusion in trade. It also appears that stockings and 
underwear are generally handled by the same dealers and re- 
tziled together over the same counter under one general classi- 
fication of hosiery and underwear. It is a recognized rule that 
different species of goods are of the same class when a certain 
trade-mark used on them would enable an unscrupulous dealer 
to readily palm off on an unsuspecting purchaser the goods of 
one make when he supposed he was receiving the goods of an- 
other. (Church & Dwight Co. v. Russ, 99 Fed., 276.) 

The issue here is the old one so often decided by this court, 
would appellant’s use of the mark on underwear lead the ordi- 
nary purchaser to believe that he was buying the goods of ap- 
pellee? We think the word “class,” as used in the statute, means 
broadly a genus including as species any goods upon which the 
use of the same mark, when the goods are exposed side by side, 
would tend to mislead the purchasing public. We have no diffi- 
culty in applying this rule to knitted and textile undershirts, 
drawers and union suits on the one hand, and men’s, women’s 
and children’s stockings on the other. 


But it is urged by counsel for appellant that it has not been 
shown that appellee would be damaged. The conflict implies 
damage, not only to the party whose right to the mark is invaded, 
but to the public; and it is the duty of the commissioner of pat- 
ents in passing upon the registration of a trade-mark to guard 
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jealously the rights of the public. In this view of the case, it is 
unnecessary to consider the question of appellee’s alleged aban- 
donment of the use of the mark on underwear, since the ruling 
would be the same if appellee had never so used the mark. 

The decision of the commissioner of patents is affirmed, 
and the clerk is directed to certify these proceedings as by law 
required. 


COMMISSIONER OF PATENTS 


Joun L. Wuitinc-]. J. Apams Co. v. RUBBER AND CELLULOID 
TRIMMING Co. 


March 26, ror. 


CANCELLATION ProcEEDING—NEW Eguity RULES—INTERROGATORIES. 

The new equity rules apply to cancellation proceedings and either 
party thereto may file interrogatories and in the event of the failure to 
answer such interrogatories the party in default is liable to the penalty 
provided by Equity Rule 58. 


Mr. William Quinby, Mr. Frank F. Reed, Mr. Edward S. 
Rogers, Mr. William S. Hodges, and Mr. F. M. Phelps, 
for John L. Whiting-J. J. Adams Co. 

Mr. Charles C. Gill and Mr. Wm. G. Henderson, for Rubber 
and Celluloid Harness Trimming Co. 


Newron, Assistant Commissioner.—This is a petition that 
the supervisory authority of the commissioner be exercised to 
set aside an order of the examiner of interferences of February 
2, 1914, requiring the Rubber and Celluloid Harness Trimming 
Co. to answer certain interrogatories submitted under the pro- 
vision of new rule 58 of the federal equity rules. 

In the notice sent by the examiner of interferences to the 
Rubber and Celluloid Harness Trimming Co. that an applica- 
tion for cancellation of their trade-mark had been filed by the 
John L,. Whiting-J. J. Adams Co. the following paragraph oc- 
curs: 
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The practice of the United States equity courts should be followed 
in pleading (rules in force Feb. 1, 1913, to be followed). All papers 


when filed must be accompanied by proof of service on the adverse 
party. 


There is no proof accompanying the filing of the interroga- 
tories by the Whiting-Adams Co. that a copy thereof had been 
served on the adverse party. However, the examiner of inter- 
ferences states in his notice to the Rubber and Celluloid Harness 
Trimming Co. that he had inclosed a copy of the interrogatories 
with the notice. This will be accepted in the present case as 
the equivalent of the proof of service. 


The said notice also states that 


rs to tl nterrogatories are required to be filed on or bet 


March 5, 1914 


It will be noted that this notice contains no provisions as to 
what will be done in case the Rubber and Celluloid Harness 
Trimming Co. fails to file any exceptions to the interrogatories 
or to answer the same. 

The Rubber and Celluloid Harness Trimming Co. seems to 
take the position that the hling of interrogatories in cancellation 
proceedings is an innovation not adapted to patent office pro- 
ceedings and is contrary to the rules. 

The only rule in the trade-mark rules that could have any 


bearing on this question is rule 55, which is as follows: 


dings, on opposit s, and on applications for can 
as nearly as practicabie, the practice in interfer 


pp tions lor patents 


It is true that no provision is made in the interference prac 
tice between applications for patents for filing such interroga 
tories as have been filed in this case; but in interference practice, 
where the issues are all formulated by. the office, there is ordi 
narily no necessity for such interrogatories. In a cancellation 
proceeding the issues are formulated by the plaintiff (applicant 


for cancellation) and the defendant (registrant) and, as in the 


present case, it is entirely conceivable that interrogatories may 
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It is a principle in equity proceedings and should be in 
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cancellation proceedings that a party must disclose his case at 


as early a date as possible, and whatever can be reasonably done 


to require this should be done by the office. 
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The question that most seriously presses itself for con- 
sideration in this matter is whether or not the office can enforce 
its orders requiring answers to the submitted interrogatories. It 
is recognized that the office is in a different position as regards 
this matter from the courts; but no reason is seen, either legally 
or equitably, why the office should not follow the court practice 
under this rule 58 and apply that part of the rule specifying that 
any party failing or refusing to comply with the order shall be 
liable, if a plaintiff (applicant for cancellation), to have his ap- 
plication for cancellation dismissed and if a defendant (regis- 
trant) to have his answer stricken out and placed in the same 
situation as if he had failed to answer. 

I see nothing, therefore, inconsistent with the rules in the 
order issued by the examiner of interferences, and it is approved ; 
but said order should state the penalty in case the Rubber and 
Celluloid Harness Trimming Co. fails to answer the interroga- 
tories or file its exceptions, and as this petition has acted as a 
stay of proceedings in the present case and it will be necessary 
to set new times for filing the answers or exceptions, the new 
notices should be framed in accordance with this decision. 


The petition is denied. 
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